Patent Prosecution

R esertaion d:
The APTDC Tra n ng Program
Septenber 28 2004

©2004 LEX ORBIS



Types of Patent Applications
» Provisond Patert Applications
. Complete Patent Application
» Paterts of Addtion

e Dvsond Applicaion
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Filing Routes

e Paris Convention Application
e Regular Non-priority Application
e PCT First Filing

e PCT Entering National Phase

Sept 28-29, 2005 ©2004 LEX ORBIS



Application Document

 Appication Fom

e Paert Sedfication

e Irfa nation Dsd osure Saenent
 Invetas Dedadion

o Ass gnnmert

e Aut horizaion of the Agent
 HiaityDocunen

e [ee
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PCT National Phase

 Inaddtiontothe ones nertioned bef are-
— (da manendnents under Art. 19 (if any)
— (da manendnents under Art. 34 (if any)
— | BTransmttd Nxificaionaof Assgnnent Docunernt (if any)
— Verified Endish Trand @iondf Riaity Docunent
— Copy of Intenaiond Search Repart

— Copy of Intenaiond Rrdi nmnary Exannnati on Repart
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PATENT REGISTRATION PROCEDURE IN INDIA

PROVISIONAL PCT INTERNATIONAL BASIC CONVENTION
APPLICATION APPLICATION APPLICATION
COMPLETE PATENT INDIAN NATIONAL INDIAN CONVENTION

APPLICATION PHASE APPLICATION APPLICATION

REQUEST FOR EXAMINATION
(12 months / 48 months from Filing Date,
whichever is later)

FIRST EXAMINATION -
REPORT (FER)
RESPONSE TO FER
(4 months)

FINAL OFFICE
ACTION

12 months for reply : PU:;-}&;I}E)N
(inclusive of 4 months for Fitst reply)

ACCEPTANCE
(within 12 months from First
Examination Report)

ADVERTISEMENT OF
ACCEPTANCE FOR
OPPOSITION

OPPOSITION OPPOSITION
PROCEEDINGS

4 months, extendible by 1 month

Sept 28-29, 2005




Indian Patents Law - towards TRIPS
Compliance

e IndaisaWTO Menber anda TR PS Sgnaay
e  OnJanuary 1, 1995whenindajanedWT Q Indan paert law was far beh ndthe Tl RPS nor ns
* No product petert pratedion wes avaladefa i nventi ons respecting ‘food, ‘dug and‘ ned d neé

e Indafaledtoconpdy wththe TR PS oldigaions under At. 70 toprovidetrandtiond praedionin
thefa mof EMRs, andreca ve Mial Box Appliceti ons

e Indalotadspueathe WO -bahathelevd d DSB andthe AB
e 1n1999 Indaanendedthe Paterts Act to providefar EMRs and Mal Box Appicaions

e A Second Anmendnernt was dsoirtroducedin 1999, wnchcaneirtoforcein May 2003 The second
anendment krought the naiond |lawd oser tothe TR PS

e A Thrd Arendnerntsto nakethe naiona peert lavfuly TRIPSconpiart iscurertly pending
bef arethel nd an Parlianent
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Inventions not Patentable

— Invertion contrayto wdl esadished naurd laws

— Invertionthe ussedf whchiscortraytopudicade a nordity
— Meredscovay d asdetificpindde

— New e d a Known Substance

— Substance olta ned by nere admxture

— Method of agicutue haticdtue

— Met hods of trea nert; neddnd, sugcd, cudive pophyl adic, dagnostic
therapeutic a dher treat nents d hunan bangs and an na s
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Inventions not Patentable

— Seeds, varidies and sped es;

— Essentidlybdogicd processesfa production a propagationdf dartsor an nds
— Mat henaticd nethods, business nethods, d gorithns and conpu e programper s
— Litaay, dandic atidicwork a any dher aesheti c aedion

— Methodsof daying a nentd ad a nethod of dayi ng ganes,

— A presentaion o ifo nation

— Topography o | C Chi ps,

— Invertion whichin éfed istradtiond knowl edge
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Patentable Inventions

“Invention” means any new, product o
process invd vng an inventive step and
capable of industrial application
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Unity of Invention/Single Inventive Concept

The principle of “Unity of Invention® has been made

flexible to cover all aspects of an invention under “a
Single Inventive Concept” in a single application.

Multiple independent claims will be allowed.
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Term of Patent

The tem of Patert wll be 20 years fromthe dae o filing for dl paents gated
dtea comnmencenent o the Act (indudng unexpred paerts on the date o
comnencenent d theAct).
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Request for Examination

Request fa Examnation d apdicaions is requred wthn 48 nonths d
filing dete

Wthn 12 nonths from 31st Decermber, 2004 or 48 nort hs fromthe filing
date wh chever islaer fa “HB ack Box” pend ng apdi cati ons

Wthn 12 nonths fromthe dae of commencement of the Act (the Act
cane inoface on May 20, 2003, hence ths periodisdready over) or 48
nont hs fromfiling dete wh chever islaea for aher pend ng apdicai ons

If arequest for examnationis na filedthe apdicaion shdl be deenedto
be wthdrawn
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Publication

As pa thecuret lay anagpdicaionfa apaent wil e opentothe puldic
fa a paiod of 18 norths fromthe piaity dde o the dae o filing
whi chever is ealia, uless aseaecy dredion has been | nposed on the
suged natte of theinverti on

Fdlowingtheexpry o the 18 north period every applicdionfa apaert
wll bepuldishedinthe Ofidd Gazdte
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Highlights of the Procedural Amendments

* FHling Fee has beenreduced

. Fohm; have been anended — For PCT Nati onal Fnase Appli cations For m1A
apdies

* Reques fa Exam naion Manda ay (wthn48 mont hsfromthe dae o fili ng)

o Al Paet Apdicaionswll bepuldished &ter 18 nonthsfromthe daed piaity

« Thetinelint tofileregd ytothefirgd dficeadionisreducedto 12 nort hs fraom
15+3 nont hs

« Tinelimttoretaealapsed paert (Igsed dueto non-payment d annuty) hes
been exended from 12 nont hsto 18 nort hs
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Patent System Getting Streamlined

e Thelndan Paert Sygemis gdting

An Indledud FRoperty Appdldae

sreanhi ned Tri bund has beensg up The I P Appdlae
: Tribund wll hear apped fram the
. ;3%533 Ofi ces have beenfuly ded s ondf the Qorirdle o Paerts

« 350 newPaert Examnes havejadned « The Ingitue d Maobid Technd ogy,
Chand garh has been desgnaed a an

« A Trannglngituehas beensd upin Inerngiond Depostay Authority under
Nagpur & the Paet | rf o nmeti on Bureau the Budapest Treaty

 The backlog d pend ng paert apdication
w | be deared soon
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Sept 28-29, 2005

Thank You

©2004 LEX ORBIS

17



	Patent Prosecution
	Types of Patent Applications
	Filing Routes
	Application Document
	PCT National Phase
	Indian Patents Law – towards TRIPS Compliance
	Inventions not Patentable
	Inventions not Patentable
	Patentable Inventions
	Unity of Invention/Single Inventive Concept
	Term of Patent
	Request for Examination
	Publication
	Highlights of the Procedural Amendments
	Patent System Getting Streamlined

