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Patents Patents –– A Global ViewA Global View

The Basic Application
The First Year
The End of the First Year
PCT
Foreign Filings
What Happens – US, EPO, GB, JP
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The Basic ApplicationThe Basic Application

Filed in the Indian Patent Office
Free to Disclose to Third Parties
No Further Action Necessary for a year
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The First YearThe First Year

Need to know whether worth filing 
overseas applications
Consider filing early UK application
– Search report within a few months
– Cheap
– Can not rely on search results from Indian, US 

or EP Offices
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Patent CoPatent Co--operation Treatyoperation Treaty

Available to any Indian National or 
Company
Single Application Designates up to 
over 100 countries
Filed in English and searched and, 
optionally examined as a Single 
application
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Patent CoPatent Co--operation Treatyoperation Treaty

Indian applicants can choose who 
performs search and examination
– US, EPO, Australia and others

Application Published after 18 months
Split into separate national and regional 
applications after 30 months
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Advantages of PCTAdvantages of PCT

Defers cost for a further year and a half
Allows a search to be made before 
deciding whether to proceed
Gives more time to assess whether the 
invention is commercially viable
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Disadvantages of PCTDisadvantages of PCT

Delays the patent granting procedure –
not always welcome
Not cost efficient if only small number of 
countries are of interest (IN, US, EP)



Sept 28-29, 2004 Reddie & Grose 9



Sept 28-29, 2004 Reddie & Grose 10



Sept 28-29, 2004 Reddie & Grose 11



Sept 28-29, 2004 Reddie & Grose 12

National Filings and National National Filings and National 
PhasesPhases

Filed after 12 months (national filings) or 
30 months (national phases)
Applications are examined individually 
by separate Patent Offices
We will look at UK, EPO, US and Japan
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UKUK

Similar to the EP system but much 
simpler.
Quick (compared to most patent offices) 
and cheap
Search followed by publication and 
examination for novelty and inventive 
step
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UKUK

Inventive step requirement is not onerous
Probably more easy to protect borderline 
software inventions then in EPO
No opposition but always open to revocation
Enforcement is through the Patents County 
Court or the Patents Court
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EPOEPO

Single Application leads to a basket of 
national patents
Applicant designates countries to be covered 
and, at grant, decides which of those to 
maintain
Central Opposition for 9  months after grant
Infringement and validity are national issues 
dealt with in national courts
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EPO EPO –– The Application StageThe Application Stage

On filing
– Pay filing, search and excess claim fees

Publication at 18 months
Publication of search report
6 months to pay examination and 
designation fees
– 7 designation fees covers all contracting states
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EPO EPO –– The Application StageThe Application Stage

Renewal fees for the third year onwards
Substantive Examination
How to deal with objections
– Written responses
– Interview by phone or in person
– Oral proceedings
– Examiners set out detailed reasoning for 

objections
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EPO EPO –– The Grant StageThe Grant Stage

Acceptance of Application
– Minor amendments
– Pay Grant fees
– File Translations of Claims into FR + DE

Grant – Opposition tem commences
3 Months to record grant in each 
country to be covered
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EPO EPO –– The Grant StageThe Grant Stage

What must be done in each country
– Address for service in that country (most 

countries)
– Translation of entire specification

Some countries can share e.g. FR + BE or DE +AT

– Can be expensive depending of length of spec.
– Renewal Fees in each country
– National Infringement and Revocation
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How to Handle the Grant How to Handle the Grant 
StageStage

Select the countries of interest carefully 
to reduce cost
Many applicants only go for UK, FR, DE
IT, ES, NL are next most common
Where are the major competitors
Where are infringements most likely
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AppealsAppeals
Applications and Oppositions can go to Oral 

Proceedings
– Examining Division/Opposition Division of 3 

examiners
Appeals to the Technical or Legal Board of 
Appeal
No Further Appeal
Enlarged Board of Appeal for cases where 
the convention is not clear
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OppostitionsOppostitions

Filed up to 9 months after grant
Central Opposition covers all 
designation
Can lead to amendment of patent
Or total revocation
Amendments need to be filed in all 
designated states
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USAUSA
Combined Search and Examination
Duty of Disclosure
– All relevant prior art must be submitted
– Otherwise patent may be unenforceable

18 Month Publication
Continuation and Continuation-in-part 
applications
Final rejections and Requests for continuing 
examination (RCEs)
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USAUSA

Appeal to Patent Office appeals tribunal
No opposition as such but developing 
re-examination system
Renewal fees every 3.5 years
High presumption of validity of issued 
patent
Very complex litigation system
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USAUSA

Court of first instance is a district court 
at state level
Judge may have no experience of 
patents
Trial is before a jury
Who will have no experience of patents
Appeal is to the Court of Appeal for the 
Federal Circuit – a Federal Court
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USAUSA

US Litigation is extremely expensive
But
– Damages awards can be very high ($M10s)

Triple Damages for wilful infringement
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InventorshipInventorship

Most countries require details of the 
inventors
In USA the inventor is the applicant
Important to check that company 
actually owns the invention
Is ownership dealt with in contract of 
employment
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InventorshipInventorship

Are there any external inventors?
– Do we need assignments

Inventors will need to sign papers up to 
30 months after application is filed
– Do we need an agreement with the inventor
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