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Patents — A Global View

Q The Basic Application

QThe First Year

Q The End of the First Year

QPCT

A Foreign Filings

QWhat Happens — US, EPO, GB, JP
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The Basic Application

A Filed in the Indian Patent Office
d Free to Disclose to Third Parties
A No Further Action Necessary for a year
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The First Year

aNeed to know whether worth filing
overseas applications

Q Consider filing early UK application

— Search report within a few months
— Cheap

— Can not rely on search results from Indian, US
or EP Offices
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Patent Co-operation Treaty

aAvailable to any Indian National or
Company

A Single Application Designates up to
over 100 countries

A Filed in English and searched and,
optionally examined as a Single
application
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Patent Co-operation Treaty

A Indian applicants can choose who
performs search and examination

— US, EPO, Australia and others
Q Application Published after 18 months

QA Split into separate national and regional
applications after 30 months
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Advantages of PCT

Q Defers cost for a further year and a half

adAllows a search to be made before
deciding whether to proceed

a Gives more time to assess whether the
Invention is commercially viable
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Disadvantages of PCT

A Delays the patent granting procedure —
not always welcome

Q Not cost efficient if only small number of
countries are of interest (IN, US, EP)
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WRITTEN QRIMION OF THE Imerrainna applcalion Ho
INTERMATIONAL SEARCHING
AUTHORITY (SEFARATE SHEET) PLTHEE2DI D335

Re lem V
The fdlraing documents ana refarnad 1o i this communication

01: Dealbub, Digtal Dealng Solulions. Fermer version of homepage
veviow e b, com, dabed 1000203 and earier, XPOO2EREATI,
FAelrised wif viwea archive ongl

D2 USH00aM0avae Al
stk Glaims
Priar g

A systam calked *DealHub® (see descriglion p. 2, line 28 - p. 3, line 10) is regarded
a8 tha closest price arl to the method |and system) of the application

Carventionaly (see description p. 1, line 23 - p. 2, line 21}, every lime a trade is
complated a trading syslem ol @ bark generaies a deal ticket and sends said
licked Lo the back olfce systams of tha counferparies o the deal. Every trading
system is alloeated & se-called desl cota which ientifies the bank and the iype of
trading system {i.e the type of dala lomat wsed). Gonsequently, a bank regquines a
separate commurication fine 1o @5 back office lor aach rading sysiem ceployed
within the bank

1 is further known in the the stale of the an (see descripliion p. 2, ne &8 - p. 3, ing
10 that a proguct called “DealHub™ provides an improvament over the above
conwantional sysiem regarding the number of communication ines. DealHub
provides a physical intedace for the pooessing of deal lickats which culs 1
number al communization lings (o the back affice syslem 10 & snghe one. Themaby
A sarar recaives npul daka from mulisle inding Syshems and provides a ginglha
aulpul 1o 1ha hank's back oflice system owar a single cammuricalion ine (ee algo
O p. 8. para. 3;p. 7. para. 2, p. B, para. & p. 9, para 1)

The bechnical problem of the applcation (s consiaensd as to further faciifabe the
fransmissan of dagl okalg fiom a glurelty of trading systems 1ooa bank's back
pffice syslem daploying a dingke communication ina Detwean sad plurality of

WRITTEN OPIMION OF THE niEmanoral appecatnn kg
IHTERMATIOHAL SEARCHING
AUTHORITY (SEFARATE SHEET) - PO TS HR00L 001 339

Lradirg system and tha back alfce sysiem

2.3 The application pravidas & sciulion ta the above problerm whereby a vinug! deal
oode havirg &n associaied deal range is defined o which aach al 1he deal cooas
af a pluralily ol rading eyebams I8 mapped

Inwentive Step

The défprentiating lealunes (e ilams 2.3 and £ 5] ang disckased nnans of the
pthir availabke prior ar decuments and arg ned obvously desivable Tram [ha
available slate al the an.

Tha diszlasure of the prior ar “DealHub® dees nod stabe how said single data feed
to the back pffior systern is implemented (of. gee Sascnplion p. 2, ine 20-p 3,
line 40 ard stso D1).

D0 i& concemad with the musng af orders wilkin an aulcmated rading seaem
salacting a route among muliple paths (para. 4 - 7 and 28). 10 crdar o ioehe said
arders from & dealer systam o the required markel syaam a concalented coks
used which comprises the dealer code, the markeal cade and other cogdies
snecilying path peramatars lor the path salection (gara. B0 - 83; Fig. 1). Hodeaver,
said concatanated code (8 not used in the context of mapsing ong oo o Gnothar
pcode and aka ganes g dilteran! pupesa

Thus, even by cambirag any of the prigr & sacumens woukd mal lead 1o 1he
subject-matier ol the method (and systam) of tha application. Therefare, an
Independant claim io such & meathod would maet the requirements of Adicke 3342)
and (3) PCT provided il somprises all the gs2anial featnes (5o ibem 2.5)

Essenlial Fealuras

Claim 1 does nol dsciose all the essenlial lsalures which are requingd 1o carmny aws
the method of the application e, o distibule deal lickels peneraled by 8 plrality
al fradng systams, each dasl fickat s ki wilh & Trade, 1o the bass offios
syshems ol the Banks agsocialed with said tmdes. The mere aelinfion of 8 "vinual
dieal code™ wauld mal e sutliciant ta pafarm this fask.

Form FST Sasarnbe St | Blwmd 1505 PO Sdtad iy SUEME Feama POT ' Sazarsts Shasr X7 [Thawt 21 | EPCr Joragep 2004)
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National Filings and National
Phases

QA Filed after 12 months (national filings) or
30 months (national phases)

Q Applications are examined individually
by separate Patent Offices

QWe will look at UK, EPO, US and Japan
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UK

aSimilar to the EP system but much
simpler.

0 Quick (compared to most patent offices)
and cheap

Q Search followed by publication and
examination for novelty and inventive
step
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UK

a Inventive step requirement is not onerous

Q Probably more easy to protect borderline
software inventions then in EPO

a No opposition but always open to revocation

a Enforcement is through the Patents County
Court or the Patents Court
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EPO

Q Single Application leads to a basket of
national patents

Q Applicant designates countries to be covered
and, at grant, decides which of those to
maintain

A Central Opposition for 9 months after grant

a Infringement and validity are national issues
dealt with in national courts
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EPO — The Application Stage

aOn filing

— Pay filing, search and excess claim fees
Q Publication at 18 months
Q Publication of search report

Q6 months to pay examination and
designation fees

— 7 designation fees covers all contracting states

Sept 28-29, 2004 Reddie & Grose 17



EPO — The Application Stage

ad Renewal fees for the third year onwards
Q Substantive Examination

A How to deal with objections
— Written responses
— Interview by phone or in person
— Oral proceedings

— Examiners set out detailed reasoning for
objections
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EPO — The Grant Stage

Q Acceptance of Application
— Minor amendments

— Pay Grant fees
— File Translations of Claims into FR + DE

A Grant — Opposition tem commences

A3 Months to record grant in each
country to be covered
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EPO — The Grant Stage

A What must be done in each country

— Address for service in that country (most
countries)

— Translation of entire specification
o Some countries can share €.g. FR + BE or DE +AT

— Can be expensive depending of length of spec.
— Renewal Fees 1n each country

— National Infringement and Revocation
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How to Handle the Grant
Stage
A Select the countries of interest carefully
to reduce cost

A Many applicants only go for UK, FR, DE
alT, ES, NL are next most common
A Where are the major competitors
aQWhere are infringements most likely
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Appeals

Q Applications and Oppositions can go to Oral
Proceedings

— Examining Division/Opposition Division of 3
examiners

Q Appeals to the Technical or Legal Board of
Appeal

a No Further Appeal

Q Enlarged Board of Appeal for cases where
the convention is not clear
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Oppostitions

A Filed up to 9 months after grant

Q Central Opposition covers all
designation

Q Can lead to amendment of patent
Q Or total revocation

dAmendments need to be filed in all
designated states
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USA

O Combined Search and Examination

Q Duty of Disclosure
— All relevant prior art must be submitted
— Otherwise patent may be unenforceable

0 18 Month Publication

Q Continuation and Continuation-in-part
applications

a Final rejections and Requests for continuing
examination (RCEs)
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USA

Q Appeal to Patent Office appeals tribunal

A No opposition as such but developing
re-examination system

A Renewal fees every 3.5 years

A High presumption of validity of issued
patent

A Very complex litigation system
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USA

a Court of first instance is a district court
at state level

aJudge may have no experience of
patents

Q Trial is before a jury
QWho will have no experience of patents

QAppeal is to the Court of Appeal for the
Federal Circuit — a Federal Court
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USA

A US Litigation is extremely expensive

Q But
— Damages awards can be very high ($M10s)

a Triple Damages for wilful infringement
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Inventorship

A Most countries require details of the
Inventors

QIn USA the inventor is the applicant

QA Important to check that company
actually owns the invention

Qls ownership dealt with in contract of
employment
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Inventorship

QAre there any external inventors?

— Do we need assignments

A Inventors will need to sign papers up to
30 months after application is filed

— Do we need an agreement with the inventor
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